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This is a response to a September 29, 1999 Petition Under 37 CFR 
1.182, requesting relief from the current requirements for 
Information Disclosure Statements under 37 CFR 1.98 in view of 
the need to file multiple applications relating to different 
aspects of a particular invention. The petition will be treated 
as two separate petitions: a first petition under 37 CFR 1.182, 
relating to submission of an electronic search tool and the need 
to protect proprietary information therein, and a "second petition 
under 37 CFR 1.183, requesting relief from the § 1.98 provision 
which requires filing paper copies of references being cited in 
each of many related applications. 

A Decision on the petition under 37 CFR 1.182 re the electronic 
search tool will be issued in due course. 

The petition under 37 CFR 1.183 re the submission of 3 paper 
copies of IDS citations in a holding application is Granted to 
the extent set forth below. 

The Decision is set forth in five parts: 
Part I. Background 

Part II. Petition Under 37 CFR 1.182 - Electronic 
Search Tool 

Part III. Petition Under .37 CFR 1.183 - Paper Copies 
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Part IV. Summary 

Part V. Further Correspondence 

Part 1 . BackqronrjH 

^r. in !!r ant nat f onal stac ? e application filed under 35 U.S C 371 

?he ?n^L?° nta t nS ^ laimS 77-153 With three independent ciaims 

^ application is one of about 200 U.S. applications 
(either filed or to be filed) with each U.S. application havina 
Jo bTf^ed ° ^ rreS P° ndin ? 'oreign applications (eitn^r filler 
to be filed), the applications relating to different asoects of 
the invention. An Information Disclosure Citation Lis? hSi 
submitted that lists 259 U.S. patents, 3I9 foreign patent " 
documents, and 43 other references for a total of 671 citations 
Additionally, a list of related cases has been supplied 
containing 31 U.S. applications and 52 PCT applications Pacer 
copies have not been supplied in the related appUcaUons o? tnv 
of the citations or the identified related cases! * 

37 CFR 1.56(b) (1) requires disclosure to the Office of 
^^infoL^f Westablish ?s,.by itself or in combination with 
ctalm ° ?ni£ n H- a ? rima faCiS CaSe ° f unpatentability of a 
Diti?;"" e? disclosure can be made by an Information 

^^sfan^J^^^rCF^? 5 ^^)^ * 37 CFR 

Petitioner asks "[wjhether the information cited in the manner 

SlrtS 1 SSCti0n m - isa discLsure^haris 
extfi? fhL the requirements of 37 CFR § 1.56." To the 

IS ?E that this question refers to the content of the .disclosure 
and the particulars of the subject applications, the Of SqS ZllF 
*lfi* nS r r the .^ uest ion. It is Office practice not to "JSmpt to 
define how an individual "ensures" compliance with the rule in a 
particular application. See, e.g., MPEP 2004. Because 

of JETS!! i° n - ^^"i 8 issue require an evaluation of the intent 
of the party involved, the Office declines to investigate the 
question. Ssa MPE P 2010. To the extent that Peti?io£rV 
™?f IT con ?t rns the forra i" which the disclosure is provided, 
rule 56 permits a disclosure in a combination of paper and 
electronic formats. F 

i e sfi t ^ n 2 r ' ^ addition to meeting the duty set forth in 37 CFR 
the o«iri 8 ?i? Se materia u informat ion, also wishes to disclose to 
the Office information that may not meet the definition of 
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materiality as set forth in the rule 1 . Information identified by 
U.S. or foreign examiners in any of the related U.S. and foreign 
applications would be cited in each of the related U.S. 
applications. 2 In addition, Petitioner seeks to submit ^other 
information in each of the related U.S. applications, such as all 
the co-pending U.S. applications that relate to the invention 
(useful for determining possible double patenting rejections), 
and foreign search reports. Petition, page 4. 

Rather than be required to submit, via a paper copy, each piece 
of information in each application each time the information is 
obtained, Petitioner seeks to have: 

(1) (a) one application (the instant application) identified 
as a M holding" application which would contain a complete 
set of paper copies of references; the paper copies to be 
submitted in only the M holding" application; 

(b) the other related pending U.S. applications, hereafter 
referred to as the bulk filing applications, will not 
contain the paper set of reference copies but will contain 
other information, e.g., a copy of the decision on petition 3 
permitting such procedure and a copy of the Form 144 9 (or 
equivalent); 4 and 

(2) an M electronic search tool" 5 containing different types 
of information. 

The information supplied via the paper copies would be updated 
monthly, rather than as received from U.S. and foreign -examiners, 
and cancellation of this arrangement would be an option for both 



Reference to MPEP 2001.05, Petition, page 3. 

2 Petition, page 3. The present petition requesting relief 
does not set forth any commitment nor intent by applicant to 
screen such information for relevancy to each of the U.S. 
applications in which the information is being cited. 

3 The original of which would be in the instant holding 
application. 

4 See, Petition under 37 CFR 1.182, injfra. 

J « 

5 See, Petition under 37 CFR 1.183, infra. 
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specif" and the Office upon notice. These, and other more 
h IR^ 1 > nS ' are discussed in further detail in regard to 

Lne » 1-182 petition, below. 

fr«=^° n ! r i aS essential ly requested relief in two areas: {1) 
subm^H of i nformati <> n in ™ electronic search tool, to be 

independent of any particular application, as in 
ano?^ a ? Ce Wlth IDS Submission requirements for all bulk filing 
eacn " nS ' and (2) thS abilit V to provide the paper copies' of 
????n« ? n ° e ^ n an IDS subm ission in only one of the bulk 
two additio^f iS?" ( 5 hS instant folding application) as well as 
i^P^h ? ® tS ° f c °P xes rather than as is normally required 
in each application for which the reference (IDS citation) is to 
be considered. These two areas of relief are independent of each 
Petition h a K n tOWard different regulations. Accordingly, the 
decision iSSr- t fK 3ted 93 tW ° P etitio "s, and the preset 

WhJie It H ^h S6S k? S iK°. are ^ ° f rec * ues ted relief separately. 
h^i^iV « nd€niable that relief in both areas would be of 
no? tn J° P etltio ? er ' the granting of relief in one area does 
not, in fact, require the granting of relief in the other 

TeltlTl'^ °t th ? nSed t0 ?urther consider the ^quested 

reauest^ ^? 5° the electronic "arch tool, deciding the 
Hint of 1SS f eS s ?P arat fiy Permits at this time a partial 

grant of the original petition. 6 

Part TT . Petition under 37 cfr i.ir?- r ,i^r r ^^ Sea rrh two 

The issues involving the electronic search tool are more 
in eS V Sn^ a 5-^° Se re i atin 9 to the requirement for paper copies 
conJtSo 5 f ii ing a PP lica tion and more time is needed to fully 
S 1 Hi ,S:?i add f e : 8 ^ Accord ingiy^ the petition undex * 
?he"insi-^ a i n ° t bS decided at this time and is not treated in 
continue T decisl °n on the § 1.183 petition although it will 
co n ^2 be considered, with a decision rendered in due 

course . 



«r.««, Jl* J~*L reco 9 nized that petitioner believes the issues 
aether 6 ! L^\S etiti ° n may n0t be decid * d independent of one 
Joofsf thS Paper Copy lssue and the electronic search 

tool issue represent the most complete solution to duty*>£< 
disclosure issues under 37 CFR 1.56, Petition, fn 5 ; » 
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Pact TH. Petition Under 37 CFR I.IR^t - Paper Cnni P . 
petitionees Petiti ° n fee of $130 wiil be treated as the-S 1.183 

oroSfL 1 ; 98 requ i re f , that an y information disclosure statement 
submit?J °°5 y °^ a11 P atents ' Publications or other information 
CFR i" Q7 U I? der 37 CFR 1 ' 91 for consideration by the Office. 37 
™. ^ n °* es that information disclosure statements are 
So t? ere l in regard to the application in which they are filed. 

103 S.TV 09 ; Page 60 °- 102 ' right-hand column, and page 600- 
iert-nand column. 

one^/^nnT -, u^? 10 "^ n ° teS that the ins tant application is 
???o2 • lk fllln 9 applications that will be or have been 

pii?Z- Xn regard to a Particular technology. Accordingly, 

refirin^ er K 6qUe f tS that lndlvid " a1 —Pi— of each 

HI nce ' br ? u <?ht to the attention of the Office in regard to 

in ea^h ^ i VldUa - a P? lication ' not ^ required to be submitted 
cSmoteL i^« aP ? Catl0n ' . Ratber ' ifc is requested that three 
for Ht ■ t °f Paper copies be permitted to be filed: one set 
aonl^It- - nS application which will be designated as a holding 

fhS I t ° ne set to be used to establish new subclasses for 

ei?heJ C or°i°?r and one set to be used as a reference set should 
pages 6 and T) ? tW ° SStS become corrupted (Petition, 

Once past the initial IDS submission, it is proposed that 

JhSn^ W °V ld u P d ate the IDS submissions once a month, rather 

y * lme a new reference is found, although the ; time 

LTl?S ed w y - § 1 ' 91 WOUld have to be complied with,^hich 
month submissions may occur more frequently than once a 

Form 1449 : In addition to submission of the three sets of paper 
SoL ln ^ h ! i^tant "holding" application, the petition 
a ?«™ u S^.^ ° f the bulk filin 9 applications would receive 
' 1 i 49 listing the reference citations (Petition, page 7) 

be unnllr 1449 (in SaCh ° f the bulk filin 9 application?) would 
tL» ?S i Dursuant to the time requirements of § 1.97, each 
time tne three sets of paper copies are updated. The petition is 



?I t t would presumably up to the Technology Center to 
accessed 6 ^ bSSt t0 St ° re thS reference set and how it* iV* to be 
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Emitted in 5 et 5 e H° ther tYpeS ° f information that may be 
expTanaMon^ S% hol ? in 9 application ID S- e.g., concise 
wontS ^ ! ° f forei 9 n language documents under § 1 98(a)(3) 
would also be supplied in all the bulk filing applications . ' ' 

f»»?? n "l? n Qf qc ^ ion ' Ir > view of the use of the instant 
Sf P n^ tl0n " 3 h ° lding Wlication (to contain a complete set 

Petition, page 8 * PatSnt P~"cution process." 

?n 1 T!l nf,1 " 1n D : Petitione r seeks a right of termination 9 which is 
to tL a T? tUal ° Pti0n - Termination is to be by written notice 



supplied bv e of S H UbCla ! SeS WU1 . later be supplemented by references 
techiolog^ ^ "** f±le ^P^tions related to the same 

to licVn?ino^ ±S discussed unde ^ * section related 

2^ «r^«-rt2s Mi 1 ^^ the 
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justice ^auiS 63 J° r extra °^inary situations, when 

which Is suspension of any requirement of the regulations 

urges tLt Lt re ? uirem * nt the statutes. The instant petiSS! 
submittJna 2°ni ° nly WOuld a PPlicant be spared the necessity of 
app?icai?L= P i X ? at r e P t Per C ° pieS of references in 200 

to P nand^e and stor* tVT W ° Uld benefit from not «^ing 

mav h£ * S du P llca tive sets of copies. While there 

term^ J \ negat±Ve effects the Office' s point of view in 

hanrif i m w king the copies available to different exa^inSs 

^ifficiSt^StT 1 '"^^''" ° n b3lanCe th^ris e seen to 
surncient benefit to justify waiver in this instance. 

Accordingly, the petition under 37 CFR 1.183 is oranterf i-o *-h» 
forJn^ow??^ thS termS cond^i^ n af a re Tet 



relatLd^h^^ 9 ^^ 6 1 teChn ° l0gy ° f the W^cations may be 
dif?erent ^ a P ^ ^ Claim ! ° f the ^P^cations may require 

to set^r^f bSing granted in this instance is not intended 
application ™ni preceden ^ where there is more than one 
howeve? ?n t 2nHc a i ning ^i ated sub ^ ect matter. The Office, 
oppo^uniiv J£ th \ lnstant ^rant to study whether the 

y ° r waiver can- be extended to other applicants in 

announceS^^ne^^r' SV^f ' 3 ^ ^-rat^rogr^m c^n be 
«hS JevaS , , at ( r; U bS cons idered is the extent to 

by § 1 m L f "f 10 ", that m3y not be necessarily required 
eLmni ( } Ut WhlCh would nonetheless be useful to the 

nugrSumps 6 ;?'' Lli 56 ^ ^ - (2)) ' iS submitted ?athL than 
ge dumps of nonrelevant or marginally relevant information. 

. llKm . It . is noted that while the petition only refers to the 

examiners" iL^T^™ f^Vf M<to by bot * ^"nd foreign 
open SnSed ! h Z J nclude" xs used (Petition, page 2) which is 
submi? a co„ v Petitxon states that it is the intention to 
exSmtL ° Py P f every refere nce identified both by U.S. 
In as maVas^n 2 °° U ' S * ;? plications ™* by foreign Liners 
ippl!ca a iL %^-J 0rreSP ° nding f ° reign W^cations for each U.S. 
the cSren? *7? page . 3) ' Xt has been stated whether . 

onlv S * reference citations currently of record represent 

whether ?LS ltat ^ S ^ by and forei ^ examiners £5? 

wnether they include citations from other sources, such as, a 
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The § 1.98(a)(2) requirement for (the submission of) a copy of 
each IDS citation in a bulk filing application will be waived in 
the bulk filing application provided that the following 8 
conditions are complied with: 

1) Three paper copies of each IDS citation are or have 
been submitted to the Office; 

2) The (bulk filing) application for which waiver of 

§ 1.98(a)(2) is desired refers to the instant holding 
application, such as by a claim of priority under 35 
U.S.C. 120, or as containing related technology; 

3) The information is or has also been cited in t-he 
holding application; 

Note: Applicant is not required to cite in each bulk 
filing application every item of information that is 
cited in the instant holding application. Items should 
be cited. in each bulk filing application on the basis 
of relevancy and materiality to the particular claims 
in the bulk filing application and what each piece of 
_ ormation teaches. 

A waiver is not granted (for the requirement to supply 
a paper copy of an IDS citation in another bulk filing 
application) where the citation is not, or has not 
been, made in the instant holding application. 

4) A copy of this Decision is filed in the bulk -filing 
application; ^ 

5) Explanatory information related to a particular 
citation, such as the concise explanation of a foreign 
language reference under § 1.98(a) (2), once submitted 
in the holding application must be supplied in each 
bulk filing application where the citation is made. 



6) 



The Office accepts and specifically reserves the right 
to terminate the waiver grant in regard to § 1.98(a) (2) 
without provision of reasons. In such event, a two 
month period will be given where paper copies would 



preexamination search or third party citations. See alsft * 
Petition, page 19. ^ 
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have to be supplied in all applications where new 
citations are made. Should a termination of the waiver 
be desired by the Office, the Office will provide 
written notice to the correspondence address of record. 
Termination by applicant may be by returning to 
compliance with § 1.98(a) (2) without formal notice 
thereof and no transition/continuing period after 
termination is required. 

The grant of the § 1.183 petition re § 1.98(a)(2) does 

indicate that the Office would favorably treat a 
petition to suspend action under § 1.103(a) should the 
instant application be allowed. Issuance of the 
instant application as a patent is not seen to 
terminate its usefulness either: (1) as a holding 
application for references by examiners working on 
other related applications, 12 or (2) as a vehicle for 
the storage of references to be cited even after the 
patent issues (35 U.S.C. 301, 37 CFR 1.501, and MPEP 
2202) . Should the instant application become 
abandoned, the issue of continued introduction of paper 
copies of new citations could be taken up at that time. 
The Office, however, may consider suspending or taking 
other appropriate action in the instant holding 
application in the event the holding application is 
allowed, if it is in the best interest of the Office to 
do so. 

The Office has established a series of Official Digests 
in Class 174 based on the technology represented by the 
instant invention (a classification schedule thareof is 
attached). As is . the case will all Digests, their 
usefulness will be continually evaluated. The Office 
will place the holding application's references in the 
Digests as they are determined to require such 
placement and as new ones are brought to the attention 
of the Office either by Petitioner or a third party. A 
search of the Digests themselves or what they contain 
(such as the holding application or reference copy 
sets), either in paper copy or electronic form, will be 



The patent file can be kept in the Technology Center for 
easy reference, or rather than rely upon the patent, either the 
reference set of paper copies could be utilized, or the*b£fice 
may decide to rely on the Digests being created. - : * 
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conducted when mandatory based on the classification of 
trie claims, or when deemed advisable - on a case bv 
case basis. y 
Part TV. Summary 

submission S? t** P f tition under 37 CFR 1-182, drawn toward 
submission of the electronic search tool, will be acted un 0n <„ 
due course when all outstanding issues are resolved P " 

of^acniD^-^^ 37 CFR 1 ' 183 a 9 reein g to supply three copies 
waiver of l*t I " ™ * holdin 9 application and requesting 
rell^H L Pa ? Sr C ° Py re< * uir ement for submission in every 
S^^^^r^o? i'"™™ iS — ed ' however, y the 
the grant of a future petition under 37 CFR 1 103 for 

sho^rirbe r aTl?wed" Cati ° n ° f ^ h ° ld±n * 
the required search of subclasses from one of the three 
sets of paper copies and placement of one of the other 
sets of paper copies therein, and 

any termination provision more than two months (rather 
than the three months that the petition sets forth) 
rrom notice of termination. 

Part V, Further Corresponds ^, 
Id5resL5°f re ^ POndence with res Pect to this matter should be 

J^'L^oSS^i.'IsiSJi?' Senior Legal Advisor - Special 

By mail: Commissioner of Patents and Trademarks ^ 
Box DAC 

Washington, D.C. 20231 

By FAX: (703) 308-6916 

Attn: Special Program Law Office 

By hand: Special Program Law Office 

Crystal Plaza Four, Suite 3C23 
2201 South Clark Place 
Arlington, VA 22202 

Mr^^rS^r^f^olnJI-IaS?. 111 " " atter Sh ° Uld bS dire « ed t0 
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perio^^oS ?o Will , bS retained ^ this Office: for a 
and ^ y response to the instant 

^andfor the purpose of continuing review of the § 1 182 
^Ctr^electronic search tool. " 




am\ Law Office 

puty Assistant Commissioner 
y and Projects 



Attachment: List of Digests 13-33 



4 x 



«|gest 19 . . In a dynamo-electric machine 

Digest 20 ...Stator 

Digest 21 ...Rotor 

Digest 22 ... Winding, per se 

• T InacirC " itbreaker ' re,a y»orswitch 

Digesl 25 : 1 dCViCe (e g " ~' "~ g net, etc.) 

£ ll ' 8 p,UraWa y er i^ulation system 

n ! II " ' Inc,ud,n 8 a semiconductive layer 

digest 28 ... Plural semiconductive layers 

"jgest 29 . Having a semiconductive layer 

-« ^^^^^-^ 

D|g«<32 .Having means tor cooling 

D.ge S , 33 . Method of cable n,,nu,ac,ure, . SS e mW v, re p, ir , or spiiclllg 



